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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 26 January 2005 , 
2a)^ This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1,3,5-18,20.21 and 23-27 is/are pending in the application. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of Group II, Claims 3, 5, 8-10, 16-18, 20, 21 
and 25 in the reply filed on 01/26/2005 is acknowledged. 

Response to Arguments 

2. Applicant's arguments with respect to claims 3, 5, 8-10, 16-18, 20, 21 and 25 
have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 3 and 25 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tiedemann, Jr. et al. (US-5,940,761). 

Regarding claim 3, Tiedemann, Jr. et al. disclose a method of facilitating 
handover (fig. 2 and its description) from an active network (original system S1) with 
which User Equipment (M1-M3) is in communication to another network (destination 
system S2), the method comprising the steps of: 
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receiving from User Equipment communicating via the active network an 
indication of at least one preferred other network ("reports its finding"; col. 1 1 , lines 36- 
43; also see col. 7, lines 45-59); and 

in response thereto, providing to the User Equipment via the active network 
neighbor cell information for the at least one preferred other network (col. 5, lines 9-15, 
also see fig. 2 and its description). 

Regarding claim 25, Tiedemann, Jr. et al. disclose a mobile communications 
network (fig. 2 and its description) or component thereof including: 

means for receiving from User Equipment communicating with the network an 
indication of a preferred other network ("reports its finding"; col. 1 1 , lines 36-43; also see 
col. 7, lines 45-59); and 

means for supplying neighboring cell information for the preferred other network 
(col. 5, lines 9-15, also see fig. 2 and its description). 

5. Claims 16-19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Van Den Heuvel. et al. (US-6,223,030). 

Regarding claim 16, Van Den Heuvel. et al. disclose a User Equipment (SU 20) 
for a mobile communications system capable of handover from an active network 
(communication system 19) with which User Equipment is in communication to another 
network (UMTS 14) (fig. 1 and col. 50-65; also see cols. 3-4) comprising: means for 
storing a list of available other networks supplied by the active network (fig. 6 and col. 5, 
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lines 18-24); means for transmitting from the User Equipment an indication of a 
preference for a network (fig. 1 and col. 50-65). 

Regarding claim 17, Van Den Heuvel. et al. disclose the User Equipment 
according to claim 16, further comprising means for updating the stored list of available 
other networks based on information supplied by the active network (col. 3, lines 27-54 
and fig. 1 and col. 50-65). 

Regarding claim 18, Van Den Heuvel. et al. disclose a User Equipment (SU 20) 
for a mobile communications system capable of handover from an active network 
(communication system 19) with which the User Equipment is in communication to 
another network (UMTS 14) (fig. 1 and col. 50-65; also see cols. 3-4) comprising means 
for updating a stored list of available other networks based on information supplied by 
the active network (col. 3, lines 27-54 and fig. 1 and col. 50-65). 

Regarding claim 20, Van Den Heuvel. et al. disclose the User Equipment 
according to claim 18, further comprising means for storing network preference 
information (col. 3, lines 55-64). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tiedemann, Jr. et al. in view of Chang et al. (US-6,272,315). 

Regarding claim 5, Tiedemann, Jr. et al. disclose the method according to claim 
3. But, Tiedemann, Jr. et al. do not particularly show a step of incrementally adding to or 
subtracting from the list of available networks. However in analogous art, Chang et al. 
teach a step of incrementally adding to or subtracting from the list of available networks 
(col. 7, lines 16-22); therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the system of Tiedemann, Jr. et al. as 
taught by Chang et al. for purpose of providing the user with the most needed 
information of the available networks in order to increase significantly the efficiency of 
wireless communication service. 

8. Claims 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Van Den Heuvel. et al. (US-6,223,030) in view of Chang et al. (US-6,272,315). 

Regarding claim 8, Van Den Heuvel. et al. disclose a method (fig. 1 and col. 50- 
65) of operating the User Equipment capable of handover between an active network 
(communication system 19) and another network (UMTS 14) comprising a stored list of 
available networks based on information supplied by the active network with which the 
User Equipment is in communication (col. 2, lines 54-55 and also see cols. 3-4). 
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But, Van Den Heuvel. et al. do not particularly show a step of incrementally 
adding to or subtracting from the list of available networks. However in analogous art, 
Chang et al. teach a step of incrementally adding to or subtracting from the list of 
available networks (col. 7, lines 16-22); therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the system of Van 
Den Heuvel. et al. as taught by Chang et al. for purpose of offering the user with the 
most needed information of the available networks in order to provide the most efficient 
wireless communication service. 

Regarding claim 9, Van Den Heuvel. et al. and Chang et al. disclose method of 
claim 8. Van Den Heuvel. et al. further disclose a step of signaling to the active network 
(communication system 19) with which the User Equipment is in communication a 
preferred other network (UMTS 14) for handover (col. 1 , lines 50-65 and also see cols. 
3-4). 

Regarding claim 10, Van Den Heuvel. et al. and Chang et al. disclose method of 
claim 9. Van Den Heuvel. et al. further disclose wherein said preferred other network is 
selected by the User Equipment from a list of available networks supplied by the 
network (col. 1 , lines 50-65). 

9. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Van 
Den Heuvel. et al. in view of Gourgue et al. (US-6,584,116). 
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Regarding claim 8, Van Den Heuvel. et al. disclose the User Equipment 
according to claim 1 6. 

But, Van Den Heuvel. et al. do not particularly show wherein the active network is 
a UMTS network and the other network is a GSM network, having means for 
communicating over both networks. However in analogous art, Gourgue et al. teach 
wherein the active network is a UMTS network and the other network is a GSM network, 
having means for communicating over both networks (col. 2, lines 15-45); therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the system of Van Den Heuvel. et al. as taught by Gourgue et al. for 
purpose of allowing the user equipment with capability continuously communicating 
while moving from UMTS network to GSM network. 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Huy Q Phan whose telephone number is 571-272-7924. 
The examiner can normally be reached on 8AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kincaid G Lester can be reached on 571-272-7922. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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